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U.S. Trademark Registration Essentials I:
Pre-Application Clearance Search—Why Checking for "Identical”
Marks Is Not Enough

When preparing to apply for a U.S. trademark, many applicants start by
entering their desired brand name into the official United States Patent and
Trademark Office (“USPTO”) search system. If the screen shows "no results
found," they happily assume that the trademark is guaranteed to be
approved.

This is actually the most common misconception in U.S. trademark
applications.

When evaluating a trademark, the core standard used by the USPTO to
determine registrability is called the "Likelihood of Confusion". In other
words, when an examining attorney reviews your application, they do not
just see if someone has an "identical" mark. Instead, they look at it from the
perspective of an ordinary consumer and ask: "If this new trademark
coexists with an existing mark in the marketplace, will consumers be
confused about the source of the goods or services?"

Therefore, simply checking for "identical" marks is far from enough. In a
professional clearance search, we must evaluate three invisible landmines:

1. Similarity in Sound (Sound-Alike)

Even if trademark spellings differ, a high degree of phonetic similarity
can easily lead to a refusal. For example, if you wish to apply for
"KAIZEN" while "K-ZON" is already registered for similar goods, the
examining attorney will likely issue an Office Action citing likelihood
of confusion based on sound similarity, despite the different spellings.
Likewise, homophones or easily confused phonetic components (such
as S/Z, F/H, or K/C/Q) can also trigger a refusal due to similar
pronunciation.

2.  Similarity in Appearance and Commercial Impression

The USPTO places great emphasis on the "overall impression" a
which
associations. For instance, if there is already a well-known trademark
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for "Apple" watches, and you attempt to register the Chinese
characters for "3285R" (Apple) for watches, the USPTO will likely find a

likelihood of confusion. Even though one is in English and the other is
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in Chinese, they convey the exact same "commercial impression" and meaning.
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3. Relatedness of Goods or Services

Trademark protection never exists in a vacuum; it must be tied to specific goods or services.
If two marks are slightly similar, but one is for "computers (Class 9)" and the other is for
"cosmetics (Class 3)," they can generally coexist because the industries are unrelated.
However, if an existing mark is registered for "clothing (Class 25)" and you want to apply
for "shoes (Class 25)" or "bags (Class 18)," the chances of refusal are extremely high. In
commercial practice, these products are often produced by the same companies and are
considered highly related goods.

Conclusion: The Necessity of a Professional Search

USPTO examiners exercise substantial subjective discretion. Relying solely on a basic exact-match
search risks overlooking potential conflicting marks. Conducting a comprehensive fuzzy and
logical search—evaluating sound, meaning, visual appearance, and commercial relatedness of
goods—prior to submitting the application and paying non-refundable official fees is the most
effective way to secure registration while avoiding wasted time and expense.

If you wish to obtain more information or assistance, please visit the official website
of Kaizen CPA Limited at or contact us through the following
and talk to our professionals:

Email: info@kaizencpa.com
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